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Application No. 

10/091,591 


Applicant(s) 

BERGERON, RAYMOND J. 


Examiner 

Rebecca Cook 
*aarc on fho cover sheef with the c 


Art Unit 

1614 
orrespondence ac 


Idress 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
thf MAILING DATE OF THIS COMMUNICATION. 

T E lnsi^S '"-event, however.mayareplybebmelynled 

after SIX (6) MONTHS from the mailing d .to , =" hi ^°~^° n a reply witnin the statutory minimum of thirty (30) days will be considered timely. 

- If the period for reply specified above .s less »an m.riy JZrtS^dw ill eipire SIX (6) MONTHS from the mailing date of this commun.cat.on. 

- If NO period for reply « speafied applicahon to become ABANDONED (35 U.S.C. § 1 33). 

I Seply^^^ 

earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)E This action is non-final. 

3d Since this application is in condition for allowance except for formal matters prosecutor i as to the ments is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
Disposition of Claims 

4) I3 Claim(s) HA is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) E] Claim(s) Mi is/are rejected. 

7) U Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
aDDlication from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

rx7 r-.^D-mftQn 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

VM ™?«™Z^^I^L P.eviewfPTO-948) in Notice of informa, Patent App.icauon (PTO-1 52) 



2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) U Notice 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) U Other: 



U.S. Patent and Trademark Office ~~ _ Qlimtlinrx# Part of Paper No. 5 



U.S. Patent and frademarK unice *%mk— a n c„ m mnrv 

PTO-326 (Rev. 04-01 ) °™ c * Act,on SummaT ^ 
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The drawing has been approved by the draftsman. 

Applicant is requested to update the continuing information. 

Applicant is requested to clarify the preliminary amendment to the claims, since it 
is confusing. Claims 8-14 are cancelled, but there is an amendment for claims 1-9. For 
the purpose of compact prosecution the amendment to claims 1-9 was entered and 
claims 8-14 have not been cancelled. 

Claims 1-14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 1 and 8 the recitation "may be" is indefinite. Amending it to recite "are" 

will overcome this rejection. 

It is not clear what the structure of the compound of formula (I) would be when R- 
1 , R-2, R-3 and R-4 are "a heterocyclic group having from 3 to 10 atoms wherein the 
hetero atom is said N-1 or N-4." 

The string of dashes between FUand (I) is confusing and should be deleted. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b I the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent .n 
the United States. 

Claims 1-14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
5,9^62,533 (claims, compounds 33 and 34) and CA125:25633 (abstract). The 
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references disclose composes comprising the instant compound and that it is used to 

treat diarrhea. 

Dependent claims should begin with the word "The." 

A rejection based on double patenting of the "same invention" type finds its 
A rejection Dabeu unu ^ , . . th t -whoever invents or 

support in the language of 35 U.S.C. 101 wh ch stat inax (Emphasis 

USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 

based upon 35 U.S.C. 101. 

Claims 8-14 are rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claims 1-7 of prior U.S. Patent No. 6,399,662. This is a double patenting 
rejection. 

Applicant is requested to submit an IDS. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Cook whose telephone number is (703) 308- 
4724. The examiner can normally be reached on Monday through Thursday from 5:30 
am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marianne Seidel, can be reached on (703) 308-4725. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
308-4556. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 



1235. 




PRIMARY EXAMINER 

September 23, 2002 



